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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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3) D An election was made by the applicant in response to a restriction requirement set forth during the interview on 
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4) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) ^ Claim(s) See Continuation Sheet is/are pending in the application. 
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6) D Claim(s) is/are allowed. 
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8) D Claim(s) is/are objected to. 

9) D Claim(s) are subject to restriction and/or election requirement. 
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10)D The specification is objected to by the Examiner. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. Claim 121 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. As per claim 121 , the claim limitation recites "A 
computer-readable medium comprising program code". However, the usage of the 
phrase "computer readable medium" is broad enough to include both "non-transitory" 
and "transitory" (moving electrons, etc) media. The specification does not clearly limit 
the utilization of a non-transitory computer readable medium and, thus does not 
constitute functional descriptive material. Therefore, when the broadest reasonable 
interpretation of a claim covers a signal per se, the claim must be rejected under 35 
U.S.C. § 101 as covering non-statutory subject matter. See In re Nuijten, 500 F.3d 
1346, 1356-57 (Fed. Cir. 2007) (transitory embodiments are not directed to statutory 
subject matter). 

The United States Patent and Trademark Office (USPTO) is obliged to give 
claims their broadest reasonable interpretation consistent with the specification during 
proceedings before the USPTO. See In re Zletz, 893 F.2d 319 (Fed. Cir. 1989) (during 
patent examination the pending claims must be interpreted as broadly as their terms 
reasonably allow). The broadest reasonable interpretation of a claim drawn to a 
computer readable medium (also called machine readable medium and other such 
variations) typically covers forms of non-transitory tangible media and transitory 
propagating signals per se in view of the ordinary and customary meaning of computer 
readable media, particularly when the specification is silent. See MPEP 21 1 1 .01 . 
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When the broadest reasonable interpretation of a claim covers a signal per se, the claim 
must be rejected under 35 U.S.C. § 101 as covering non-statutory subject matter. See 
In re Nuijten, 500 F.3d 1346, 1356-57 (Fed. Cir. 2007) (transitory embodiments are not 
directed to statutory subject matter) and Interim Examination Instructions for Evaluating 
Subject Matter Eligibility Under 35 U.S.C. §101, Aug. 24, 2009; p. 2. 

The USPTO recognizes that applicants may have claims directed to computer 
readable media that cover signals per se, which the USPTO must reject under 35 
U.S.C. § 101 as covering both non-statutory subject matter and statutory subject matter. 
In an effort to assist the patent community in overcoming a rejection or potential 
rejection under 35 U.S.C. § 101 in this situation, the USPTO suggests the following 
approach. A claim drawn to such a computer readable medium that covers both 
transitory and non-transitory embodiments may be amended to narrow the claim to 
cover only statutory embodiments to avoid a rejection under 35 U.S.C. § 101 by adding 
the limitation "non-transitory" to the claim. Cf. Animals - Patentability, 1077 Off. Gaz. 
Pat. Office 24 (April 21, 1987) (suggesting that applicants add the limitation "non- 
human" to a claim covering a multi-cellular organism to avoid a rejection under 35 
U.S.C. § 101). Such an amendment would typically not raise the issue of new matter, 
even when the specification is silent because the broadest reasonable interpretation 
relies on the ordinary and customary meaning that includes signals per se. The limited 
situations in which such an amendment could raise issues of new matter occur, for 
example, when the specification does not support a non-transitory embodiment because 
a signal per se is the only viable embodiment such that the amended claim is 
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impermissibly broadened beyond the supporting disclosure. See, e.g., Gentry Gallery, 
Inc. v. Berkline Corp., 134 F.3d 1473 (Fed. Cir. 1998). 
Therefore, claim 121 is non-statutory. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1 2-15, 1 7, 1 9-23, 25, 36-40, 42, 43, 58-70, 72-76, 78-82, 92-96, 98-1 1 1 , 
113-116, 1 20, 121 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-17 of U.S. Patent No. 8,072422. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other. 



The following is an example for comparing claim 1 7 of this application and claim 
8 of the patent. 



Claim 1 7 of this application 


Claim 8 of the patent 


A method for providing haptic feedback, 
comprising: 

receiving a remote computer information 
from a first computer at a second 
computer over a network, wherein said 
first computer is remote from said second 
computer, and wherein said remote 
computer information comprises 
information representing force information, 


A method comprising: 

sending a first force signal from a first 
computer to a second computer, the first 
force signal configured to cause a first 
force feedback signal to be sent to a 
second force feedback device from the 
second computer, wherein the first force 
feedback signal is configured to cause the 
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generating a graphical environment; 


second force feedback device to output a 
first force using an actuator of the second 
force feedback device; 


receiving an input information at said 
second computer from a haptic feedback 
device; and 

causing a force signal to be provided to 
said haptic feedback device from said 
second computer, said force signal being 
based, at least in part, on said remote 
computer information and said input 
information, wherein said force signal 
causes said haptic feedback device to 
output a force. 


receiving second information from the 
second computer, the second information 
comprising second force information; 
generating a second force feedback signal 
based on the second force information, the 
second force feedback signal configured to 
cause the first force feedback device to 
output a second force using an actuator of 
the first force feedback device; transmitting 
the second force feedback signal to a first 
force feedback device in communication 
with the first computer; and displaying an 
image based on the second information. 



As can be seen above, the invention defined in the claim 17 at issue is an obvious 
variation of the invention defined in claim 8 of the patent. 
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3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REGINA LIANG whose telephone number is (571)272- 
7693. The examiner can normally be reached on Monday-Friday. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Boddie can be reached on (571) 272-0666. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



/REGINA LIANG/ 

Primary Examiner, Art Unit 2629 



